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At the outset, the Examiner wishes to comment on the findings set out in the 
International Preliminary Examination Report. The author of that assessment of 
patentability of the claims indicates that each of references JP 6-25604, JP 11-43647, 
and JP 2002-188057 discloses a composition mirroring that claimed in virtually every 
respect with the exception that there is no mention of a chlorinated polyolefin. That 
person states, nevertheless, that the claimed invention is obvious because two other 
references cited by the ISA teach the employment of chlorinated polyolefin as adhesion 
promoters for facilitating more robust bonding of a silicone coating to olefin rubber. 

While the present Examiner agrees that the latter two documents motivate the 
skilled artisan to incorporate chlorinated polyolefin into siloxane-based compositions 
where they are coated onto olefin rubber substrates (albeit siloxanes that possibly cure 
by a different mechanism), it does not appear to be true all of the three initially-cited 
documents anticipate all other aspects of the invention. Indeed, the Examiner does not 
see any mention of a component equivalent to the spherical rubber particles (F) in any 
of 6-25604, JP 1 1-43647, and JP 2002-188057. Further, it is noted that the 
compositions disclosed in the first two of these are formulated as solutions in an organic 
carrier. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-10 are rejected under 35 U.S.G. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 
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applicant regards as the invention. At issue is Applicant's description of the particles (F) 
as "rubber-like". This phrase provokes questions as to what are the particles if not 
rubbers? Clarification is required. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shimozu, JP 2002-188057 in view of either Fujii, JP 9-165548 or Matsumoto et al., JP 
2001-207106 and also Inokuchi et al., U.S. Patent # 5,527,841. Shimozu teaches a 
polysiloxane-based, waterborne coating agent containing every element of the claimed 
composition except for the chlorinated polyolefin component and rubber particle 
component. To reiterate, Fujii and Matsumoto both indicate that chlorinated polyolefin 
may be used to enhance adhesion between an aqueous polysiloxane coating and an 
olefin rubber. Significantly, it is a primary objective of Shimozu to develop an aqueous 
polysiloxane coating for the purpose of covering an olefin rubber substrate. 

Of course, each one of these references is silent concerning the incorporation of 
rubber particles. However, Inokuchi teaches yet another coating composition for 
-treating rubber substrates comprising a curable polysiloxane and, relevant to the 
present discussion, it is contemplated therein that an aqueous dispersion of cured 
silicone rubber particles may be added for the purpose of increasing the lubricity of the 
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coating and, hence, the lubricity of the coated substrate. (In the background section of 
column 1 , it is mentioned that, where the lubricity is not sufficient, an objectionable 
noise will be heard when a movable part slides along the surface of the rubber part due 
to undesirably high friction between the parts, e.g. when the rubber part is a seal around 
a movable window.) Further, Inokuchi teaches the employment of quantities of the 
silicone rubber particles consistent with that being claimed in claim 4 at column 9, lines 
50-60. See also column 6, lines 51-64. 

As for claim 3, insofar as the amount of this material to be used is inarguably a 
result-effective variable, one of ordinary skill would optimize this parameter as a matter 
of routine experimentation. 

As an aside, Applicant advocates the use of silicone rubber particles as an 
embodiment of the component (F) in paragraph [0046] of their Specification. Therefore, 
it is the position of the Examiner that the hardness limitation is inherently satisfied, 
particularly given the identical role of said particles in the Inokuchi disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc S. Zimmer whose telephone number is 571-272- 
1096. The examiner can normally be reached on Monday-Friday 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jim Seidleck can be reached on 571-272-1078. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

November 9, 2007 




MARC S. ZIMMER 
PRIMARY EXAMINER 



